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DETAILED ACTION 

1. Claims 1, 2, 6-18, 20-24, 26-37, 40-43, 45-48 and 50-63 have been examined. 
Application 09/823,588 (SYSTEM AND METHOD FOR METADATA-LINKED 
ADVERTISEMENTS) has a filing date 03/30/2001 . 

Response to Amendment 

2. In response to Final Rejection filed 06/22/2006, the Applicant filed an RCE on 
09/21/2006, which amended claims 1, 6-10, 12-14, 18, 26-28, 32-37, 40-43, 45-48, 52- 
53, cancel claim 25 and added new claims 54-63. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 35 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Claim 35 recites "at least one source address is a 
telephone number". Nowhere, in Applicant's specification said limitation is recited. 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 37 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particulariy point out and distinctly claim the subject matter which 
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applicant regards as the invention. Claims 1 and 37 recite "receiving at the user 
equipment the plurality of advertisements related to at least one object". Said limitation 
is indefinite because it seems to recite that a plurality of advertisements are linked to a 
single object when Applicant's specification teaches that an object is linked to an URL 
source and said URL source is used to pull or push advertisements located in said 
source (see Applicant's specification page 12). For purpose of art rejection, said 
limitation would be interpreted as metadata that contains a source address to download 
an advertisement from a location, where the advertisement that is presented to a viewer 
may be the advertisement currently available at the source (see Applicant's 
specification page 6, lines 22-35). 

Claim Rejections - 35 USC § 102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent 
by another filed in the United States before the invention thereof by the applicant 
for patent, or on an international application by another who has fulfilled the 
requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before 
the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
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Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1, 2, 6-18, 20-24, 26-34, 37, 40-43, 45-48 and 50-53 are rejected under 
35 U.S.C. 102(e) as being anticipated by Srinivasan et a! (U.S. 6,357,042). 

As per claims 1,18, 32, 36, 37, 43, 48 and 53-63, Srinivasan teaches: 

A method executed by at least one computer processor for providing metadata- 
selected advertisements, comprising: 

receiving at user equipment media comprising at least one object (see "CPE" or 
"set top box"; col 7. lines 35-50; col 12. lines 20-40; col 17, lines 63-67; col 20, lines 45- 
55; col 22, lines 1-35; col 29, lines 45-65; col 31, lines 1-15), metadata associated with 
the at least on object and containing a description of the at least one object, and 
metadata associated with a plurality of advertisements related to the at least one object 
(see column 5, line 62 - column 6, line 19; column 6, lines 10-18 "advertisements, may 
for example, be associated with a tracked object"; column 32, lines 22-30); 

receiving at the user equipment the plurality of advertisements related to the at 
least one object (see col 22, lines 1-10; col 31, lines 1-15; col 33, lines 1-20; col 38, 
lines 35-50); 

displaying the media and the at least one object on a viewing device (see column 
7, lines 37-49) at the user equipment (see col 7, lines 25-50; col 22, lines 1-35; col 30, 
lines 40-65); 

receiving a user selection of one of the at least one object displayed on the 
viewing device (see column 7, lines 35-50; col 22, lines 1-10); 
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processing metadata associated with the object selected by the user (see col 3, 
lines 10-20; col 6, lines 10-20; col 12. lines 25-40; col 22, lines 1-10; column 32, line 21 
- column 33, line 3). Srinivasan assigns metadata (i.e. URLs) to an entity in a video and 
the user click said entity in said video and receive advertisements from said clicking. 

comparing at the user equipment the metadata associated with the object 
selected by the user with the metadata associated with the plurality of advertisements 
related to the object (see column 7, lines 25-50; col 12, lines 20-35; col 22, lines 1-10). ; 
and 

selecting at the user equipment one of the plurality of advertisements related to 
the object based on the comparison (see column 7, lines 25-50; col 22, lines 1-10; col 
32, lines 20-40) ' 

monitoring the selected advertisement (see column 7, lines 35-49; column 31, 
line 45-56); 

downloading to the user equipment the plurality of advertisements related to the 
media (see col 29, lines 45-65; col 31, lines 1-15; col 33, lines 1-5; col 34, lines 55-65); 

monitoring the selected advertisement, collecting data on the selected 
advertisement (see column 7, lines 36-49), recording the data and downloading the 
selected advertisement and displaying the selected advertisement (see col 12, lines 20- 
40; column 22, lines 1-35; col 31 , lines 47-64). 

As per claim 2, Srinivasan teaches: 

The method of claim 1 further comprising displaying the selected advertisement 
on the viewing device (see column 12, lines 20-35; column 32, lines 21-64). 
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As per claims 6, 20, 40, 45 and 50, Srinlvasan teaches: 

The method of claim 1 wherein the metadata associated with the at least one 
object and the metadata associated with the plurality of advertisements are received on 
a broadcast channel on which the media is also received (see column 31, lines 15-56). 

As per claims 7, 21,41, 46 and 51 , Srinlvasan teaches: 

The method of claim 1 wherein the metadata associated with the at least one 
object and the metadata associated with the plurality of advertisements are received on 
a separate broadcast channel from the media (see column 31, lines 15-56; col 37, lines 
5-67). 

As per claims 8, 22, 42, 47 and 52, Srinlvasan teaches: 

The method of claim 1 further comprising storing the metadata associated with 
the at least one object and the metadata associated with the plurality of advertisements 
(see column 17, lines 20-25; col 32, lines 21-31; col 33, lines 1-3). 

As per claims 9 and 23, Srinlvasan teaches: 

The method of claim 8 wherein the metadata associated with the at least one 
object and the metadata associated with the plurality of advertisements are stored on a 
single storage device (see figure 16; column 32, lines 21-31; col 34, line 55 - col 35, 
line 20). 

As per claims 10 and 24, Srinlvasan teaches: 

The method of claim 8 wherein the metadata associated with the at least one 
object and the metadata associated with the plurality of advertisements are stored on a 
plurality of storage devices (see figure 1 6, column 30, lines 53-67). 
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As per claim 1 1 , Srinivasan teaclies: 

The method of claim 1 further comprising receiving the selected advertisement 
(see column 12, lines 20-35; column 32, lines 21-56). 
As per claims 12 and 26, Srinivasan teaches: 

The method of claim 1 wherein the plurality of advertisements are received within 
the media (see column 12, lines 20-35; column 32, lines 21-56). 
As per claims 13 and 27, Srinivasan teaches: 

The method of claim 1 wherein the plurality of advertisements are received on a 
broadcast channel on which the media is also received (see column 31, lines 15-56). 
As per claims 14 and 28, Srinivasan teaches: 

The method of claim 1 wherein the plurality of advertisements are received on a 
separate broadcast channel from the media (see column 31, lines 15-56). 
As per claims 1 5 and 29, Srinivasan teaches: 

The method of claim 1 further comprising storing the selected advertisement (see 
column 32, lines 21-55). 

As per claims 16 and 30, Srinivasan teaches: 

The method of claim 15 wherein the selected advertisement is stored on a single 
storage device (see figure 16, column 32, lines 21-31) . 
As per claims 17 and 31 , Srinivasan teaches: 

The method of claim 15 wherein the selected advertisement is stored on a 
plurality of storage devices (see figure 16, column 32, lines 21-31). 
As per claim 33, Srinivasan teaches: 
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The method of claim 32 wherein the metadata associated with the object and the 
metadata associated with the plurality of advertisements further contain at least one 
source address (see column 32, lines 21-40). 

As per claim 34, Srinivasan teaches: 

The method of claim 33 wherein at least one of the at least one source address 
is a Uniform Resource Locator (see column 32, lines 21-40), 
Claim 54, Srinivasan teaches: 

The method of claim 1 further comprising periodically receiving the plurality of 
advertisements from one or more remote locations (see col 32, lines 1-5). 
Claim 55, Srinivasan teaches: 

The method of claim 1 further comprising receiving the plurality of 
advertisements from one or more remote locations in response to requests made by the 
user equipment (see col 32, lines 20-45). 

Claim 56, Srinivasan teaches: 

The method of claim I further comprising polling one or more remote location for 
the plurality of advertisements (see col 34, lines 10-25). 
Claim 57, Srinivasan teaches: 

The method of claim 1 further comprising storing the plurality of advertisements 
at the user equipment (see col 34, lines 55-67; col 33, lines 1-20). 
Claim 58, Srinivasan teaches: 

The method of claim 2 further comprising ordering one or more items displayed 
by the selected advertisement (see col 32, lines 35-40). 
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Claim 59, Srinivasan teaches: 

The system of claim 37 wherein the at least one receiver periodically receives the 
plurality of advertisements from one or more remote locations (see col 32, lines 1-5). 
Claim 60, Srinivasan teaches: 

The system of claim 37 wherein the at least one receiver receives the plurality of 
advertisements from one or more remote locations in response to requests made by the 
processor (see col 32, lines 20-45). 

Claim 61 , Srinivasan teaches: 

The system of claim 37 wherein the processor is configured to poll one or more 
remote locations for the plurality of advertisements (see col 34, lines 10-25). 
Claim 62, Srinivasan teaches: 

The system of claim 37 further comprising at least one storage unit for storing the 
plurality of advertisements at the user equipment (see col 34, lines 55-67; col 33. lines 
1-20). 

Claim 63, Srinivasan teaches: 

The system of claim 37 wherein the processor is operative to order one or more 

items displayed by the selected advertisement (see col 32, lines 32-40). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
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to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Srinivasan et al (U.S. 6.357,042). 

As per claim 35. Srinivasan does not expressly teach: 

The method of claim 33 wherein the at least one of the at least one source 
address is a telephone number. However, it would have been obvious to a person of 
ordinary skill in the art at the time the application was made, to know that Srinivasan 
would include in the source address the advertiser's telephone number therefore giving 
users the advertiser's contact information. 

Response to Arguments 
6. Applicant's arguments filed 09/21/2006 have been fully considered but they are 
not persuasive. The Applicant argues that Applicant's claimed approach for providing 
metadata-selected advertisements, as defined by amended claim 1 is fundamentally 
superior to Srinivasan approach for providing personalized advertisement because 
according to the Applicant, his claimed invention obviate the need to associate each 
advertisement with a URL, together with the possibly cumbersome task of keeping 
URLs stored in metadata in sync with the Internet locations of advertisements. 
Furthermore, Applicant argues that his claimed approach of selecting from a plurality of 
advertisements received at the user equipment provides several advantages over 
Srinivasan such for example, advertisements related to user-selected objects may 
continue to be accessible even during network outages, latency between selecting an 
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object and presenting the related advertisement to the user may be substantially 
reduced and delivery of the plurality of advertisements to the user equipment may be 
planned to reduce, for example, peak time network traffic. The Examiner answers that 
Applicant is arguing about limitation not stated in the claims or in the Applicant's 
specification, as Applicant's specification teaches that an object is linked to an URL 
source and said URL source is used to pull or push advertisements located in said 
source (see Applicant's specification page 12). Therefore, contrary to Applicant's 
argument, Applicant's specification teaches a need to associate each advertisement 
with a URL. That the advertisement at the URL source address is updated for a new 
advertisement does not mean that said new advertisement is not linked to said URL 
source address. 

The Applicant further argues that Examiner's contention that Srinivasan selects 
advertisements based on metadata-embedded description of a selected object is 
unsupported by Srinivasan . Applicant further argues that although Srinivasan makes 
references to providing "additional network-stored information about an entity", 
Srinivasan does not how or suggest anywhere, according to the Applicant, that this 
information is used to select advertisements when the user selects an entity. The 
Examiner answers that Srinivasan teaches that "With the technologies described above 
becoming more available in the market place, it has become desirable to further 
integrate the technologies described so that a user viewing a video presentation might 
be enabled to gather additional information about a specific image entity or entities 
portrayed in a video through interactive method. An ultimate goal is to provide a means 
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for advertisers to promote and sell products through user interaction In a way that 
minimizes steps required by such a user to access additional infomnation regarding 
traditionally advertised products such as through commercials and the like" (see col 2, 
lines 20-30). Srinivasan also teaches that "It will be apparent to one with skill in the art 
that those who advertise and promote products or services may utilize the capability as 
taught by the present invention to create a venue for the promotion of such products or 
services. For example, a subscriber (end user) to a service specializing in providing 
video media wherein interactive advertisements are presented may obtained CPE 
equipment adapted to display, identify, and provide, through interactive device, methods 
for obtaining additional infomnation regarding image entities. Such interaction may be a 
simple mouse click on the entity during playback of the video which may invoke a link to 
a network-based data-server that may deliver the data to the end user via modem 
connection or the like" (see col 12, lines 25-40). Therefore, contrary to Applicant's 
argument, Srinivasan teaches that the additional network-stored information about an 
entity is used to select advertisements when a user selects the entity, where the 
inserted metadata in said entity {i.e. URL; see col 17, lines 20-25) is used to pull 
advertisements related to said selected entity. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W. STAMBER can be reached on 571-272-6724. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





Daniel Lastra 
June 5, 2006 
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